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JOHN MORRELL & CO, V. HAUSER PACKING CO. 


JoHN Morrevu & Co. v. Hauser Pacxinea Co. 
United States Circuit Court of Appeals, Ninth Circuit 
July, 1927 


Trape-MarKks—“Pripe” on Meat Propucrs—Use Wirn Surname Gave No 

ExcuusivE Ricut to Worp ALone. 

Where plaintiff, although claiming use of the word “Pride” as a 
trade-mark for meat products since the year 1880, used it only in 
combination with the name “Morrell” and did not register the word 
“Pride” until the year 1922, it was held not entitled to relief on the 
ground of infringement by the use by defendant of the words “Hauser’s 
Pride” on similar goods, when such use was made prior to the said 
registration or use of the word “Pride” alone. 


In equity. Action for alleged trade-mark infringement. From 
decision dismissing complaint, plaintiff appeals. Affirmed. 


Before Hunt, Rupkin and Dietricn, Circuit Judges. 


Dietricu, J.: This is a suit for the alleged infringement of 
plaintiff's registered trade-mark, “Pride.” In the court below, 


there was a dismissal both of the bill and of defendant’s counter- 
claims; plaintiff appeals. 

Both parties are engaged in the business of manufacturing and 
selling cured meat products, John Morrell & Company, the plain- 
tiff-appellant, having its principal place of business at Ottumwa, 
Iowa, and defendant, Hauser Packing Company, at Los Angeles, 
Calif. The latter denies infringement, but admits use from 1907 
of the words “Hauser’s Pride’ as the brand of its highest grade 
hams and bacon. For more than twenty-five vears prior thereto, 
plaintiff had, for a similar purpose, used the word “Pride,” but 
only in combination, as ““Morrell’s Pride,” “Morrell’s Iowa Pride,” 
and ‘““Morrell’s Dakota Pride.” Though it never used or claimed 
the right to use or registered the single word “pride” until many 
years after defendant had established its use of ‘““Hauser’s Pride,” 
plaintiff framed its bill upon the theory that, from 1880 forward 
its trade-mark had always been “Pride.” From the evidence it 
appears that as early as 1905 it had distributing agencies upon 
the Pacific coast—Seattle, San Francisco and Los Angeles. Long 
prior thereto, defendant, with headquarters at Los Angeles, had 
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occupied the southern California field and as already stated, from 
1907 forward it sold its choice products as ““Hauser’s Pride.” Not- 
withstanding the fact that both companies had agencies in the same 
city, from which they competitively distributed the same class of 
merchandise to the same trade, plaintiff pleads, and its direct testi- 
mony tends to support, the strange contention that it remained in 
ignorance of the infringement of its rights for thirteen years. 

Learning of defendant’s brand in 1920, so it avers, it made 
request of it to desist from further use, but without avail, and there 
upon, in 1922, it applied for the registration of the word “pride’’ 
alone; and in 1924 the application was granted. Against the in- 
fringement of this trade-mark so registered, and none other, it here 
seeks relief. Studiously it avoids in its bill the slightest reference 
to the use or registration of any combination brand or mark. In 
the application it averred actual use of “Pride” from 1880, but 
under the evidence this must be understood as use in combination, 
and the year as having been selected either arbitrarily or for tacti- 
cal purposes, for the only use was in combination, and that from 
1877 with no substantial change in 1880. It further appears from 
the evidence that in June, 1897, plaintiff registered its trade-mark 
as “‘Iowa’s Pride,” and in October, 1916. as “Dakota’s Pride,’ and 
in January, 1920, as “Morrell’s Pride”; never prior to 1922 as 
“Pride” alone. Manifestly, its present contention that “Pride” 
alone has always been its actual trade-mark and that the words 
used and registered in combination therewith are to be disregarded, 
is a conception to be attributed to recent necessity. For if from 
the beginning “Pride” was its trade-mark, why did it not onve for 
all so register it; or if in 1922 it was of the opinion now advanced 
that the other words in combination were to be regarded as mean- 
ingless, why did it again apply for the registration of a trade- 
mark which it had already registered three times; or if all four 
registrations were of the same trade-mark, why in the several ap- 
plications did plaintiff aver widely differing dates of first actual 
use? 


As said by the court below, within the scope of the complaint 
the question is not whether the word “pride” could, but whether it 





JOHN MORRELL & CO. V. HAUSER PACKING CO. 413 


did in fact, become plaintiff's trade-mark prior to 1907. And we 
concur in answering the question in the negative. In the combina- 
tion as actually used and as registered, both words are given equal 
prominence, and to ignore one would be quite as arbitrary as to 
ignore the other. Both in the Patent Office and on the market, 
plaintiff declared its trade-mark to be, not “Pride,” but “Morrell’s 
Pride,” or some other combination. Under such circumstances, 
the trade-mark must be deemed to consist of the combination. 
Armour & Co. v. Louisville Provision Co., 275 Fed. 92, 283 Fed. 
12 [13 T. M. Rep. 44]. 

In the view we take, it is unnecessary to discuss plaintiff's 
position that by the affirmative averment in its counterclaim de- 
fendant admits confusion on the market, resulting from the use by 
it of the brand “Hauser’s Pride’ and by the plaintiff of “Morrell’s 
Pride” or “Pride” alone. Had plaintiff more frankly put in issue 
the dignity of its real brands or trade-marks, the point would be 
tnaterial, but not under the complaint as it stands. As we have 
seen, plaintiff with strictness pleads only the trade-mark “Pride” 
as registered in 1924, and it being our conclusion that defendant 
publicly and generally used “Hauser’s Pride” as its brand long 
prior to either registration or use by plaintiff of “Pride” alone, the 


latter’s case must fall. Whether by reason of its earlier adoption 


and use of “Morrell’s Pride’ or some other combination, it may 
justly contend that the use of “Hauser’s Pride” constitutes in- 
fringement is another question, not within the scope of the bill; 


and defendant is not complaining of the dismissal of its counter- 
claim. 


Decree affirmed, with costs to appellee. 
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Yate Exectric Corporation v. YALE & Towne Mre. Co. anp 
Tuomas E. Rosertson 


United States District Court, District of Connecticut 
August 10, 1927 


Trape-Marks—“Yae” For FLAsHLiGHts AND StoraGr Barrertes—RerFvsar 

To ReocisteEr—“PatMinG Orr.” 

Complainant, a manufacturer of flashlights, dry-cells and storage 
batteries bearing the trade-mark “Yale,” held rightly refused regis- 
tration of mark for said goods, inasmuch as its adoption of the word 
“Yale” as a trade-mark was shown to have been in order to palm off 
its goods as those of defendant. 

Same—SamE—SamME—Dancer or Conrusion tn Goons. 

Where the word “Yale” had been in use by defendant, the Yale 
& Towne Mfg. Co., and its predecessors in business since 1865, and 
had become identified with defendants as a trade-mark for locks and 
builders’ hardware, the use of the word “Yale” by plaintiffs on flash- 
lights and batteries would result in confusion to the public, as the 
goods of both parties are sold at the same stores. 


In equity. Suit to compel registration of a trade-mark under 
R. S. 4913. Bill dismissed. 


William S. Pritchard, of New York City, for plaintiff. 


Archibald Coz, of New York City, and Frederick C. Taylor, 
of Stamford, Conn., for defendant. 


Tuomas, D. J.: This suit, which is to compel the registration 
of a trade-mark, arose under the Trade-Mark Laws of the United 
States (Section 9 of the Act of February 20, 1905), and was 
brought under Section 4915 of the Revised Statutes of the United 
States and also under Section 20, Subsection 7, of the Judicial Code. 

The plaintiff, Yale Electric Corporation, is a New York cor- 
poration having its principal place of business in the Borough of 
Brooklyn, City and State of New York, where it is engaged in the 
manufacture and sale of flashlights and dry-cells and in the sale 
of storage batteries. 

The defendant, Thomas E. Robertson, is the United States 
Commissioner of Patents at Washington, D. C. The defendant, 
The Yale & Towne Manufacturing Co., the real party in interest, 
is a Connecticut corporation having its principal place of business 
in the city of Stamford, State of Connecticut, where it manufac- 
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tures locks, builders’ hardware, chain hoists and small electric 


trucks for industrial purposes and other articles and appliances. 
The defendant, Thomas E. Robertson, has appeared and in 

his answer states that he has no particular adverse interest in this 

case; that the Yale & Towne Manufacturing Co. is the real party 


in interest; that he is informed that the company will defend this 
suit, and so does not deem it necessary to further answer or take 
any active part in the proceedings. The defendant, the Yale & 
Towne Manufacturing Co., has filed its answer, together with a 
counterclaim, and has actively defended. 

Plaintiff was incorporated in 1912 as the International Elec- 
tric Novelty Company. In 1919 it changed its name to Franco 
Electric Corporation. In 1922 it changed its name to Yale Elec- 
tric Corporation, and began selling its products under the name 
“Yale.” On November 7, 1922, plaintiff, in the manner prescribed 
by law, presented to the United States Patent Office its application, 
Serial No. 171718, for registration of the word “Yale,” enclosed in 
an ellipse and the whole enclosed in an irregular octagon, as a trade- 
mark for batteries, battery cells, flashlights, lighting outfits, such 
as are particularly adapted for Christmas trees and similar decora- 
tive purposes. The application was allowed by the Examiner of 
Trade-Marks, and the trade-mark was published in the Official 
Gazette on January 9, 1923. 

On April 4, 1923, the defendant, The Yale & Towne Manu- 
facturing Co., filed an opposition to the registration of said trade- 
mark, being the registrant of “Yale” as a trade-mark for locks and 
keys, registered in the year 1907, and for various articles of hard- 
ware registered severally in the years 1909, 1914 and 1922. Testi- 
mony having been taken by both parties to said opposition pro- 
ceedings, the case was submitted on the pleadings and evidence 
and argued by counsel for the parties before the Examiner of 
Trade-Mark Interferences. On November 12, 1924, the Examiner 
rendered a decision wherein he sustained the opposition and held 
that plaintiff was not entitled to the registration. Thereafter, the 
plaintiff appealed from the adverse decision of the Examiner of 
Trade-Mark Interferences to the Commissioner of Patents, who on 
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the first day of April, 1925, rendered a decision wherein he affirmed 
the decision of the Examiner and sustained the opposition. [15 
T. M. Rep. 235. | 

On June 5, 1925, plaintiff appealed from the decision of the 
Commissioner of Patents to the Court of Appeals of the District 
of Columbia, which court on or about the 5th day of April, 1926, 
affirmed the decision of the Commissioner of Patents and sustained 
the opposition of The Yale & Towne Manufacturing Co. [16 T. M. 
Rep. 232. ] 

In 1865, about 60 years before the institution of this suit, 
Linus Yale, Jr., started a business which, in 1868, was turned over 
to a Connecticut corporation, Yale Lock Manufacturing Co., which 
continued the business until some time in 1882, when it was turned 
over to this defendant, incorporated under a special charter under 
the name of Yale Lock Manufacturing Co., which name, in 1883, 
was changed to The Yale & Towne Manufacturing Co. Linus 
Yale, Sr., made bank locks and other locks at Newport, N. Y., for 
some years prior to his death in 1857, when his business was taken 
over by Harris & Tyler, who continued it more or less until 1861, 
when they were succeeded by Harris Brothers, who continued it, 
more or less, until 1878, when it was sold to one Sullivan who 
moved what was left of it to Albany, N. Y. In 1905 it was trans- 
ferred to one Fellows, who was acting in the interest of the de- 
fendant, who in 1911 formally transferred it to the defendant. 
After the death of Linus Yale, Sr., the business was small and 
local, and after 1873 no locks were manufactured by his successors, 
the business then being limited to repairs and replacements. The 
defendant is, therefore, the owner of all the rights of both con- 
cerns and the case at bar is, consequently, governed by the rule 
laid down by Judge Lacombe in Lever Brothers, Ltd. v. Pasfield, 
88 Fed. 484. 

The goods originally made and sold in defendant’s business 
were bank locks opened by keys, exhibiting remarkable ingenuity 
in intricate mechanism to prevent picking and correspondingly fine 
workmanship, so that a single “Yale” treasury lock sold for about 
$1,000 in those days. (C. C. A. Rec. p. 309.) The dominant 
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characteristics of the “Yale’’ manufacture were remarkable skill 
in selecting and devising superior constructions, as well as perfec- 
tion of workmanship in giving effect to such construction in metal 
or hard substances as distinguished from textiles or rubber, or 
food, or candy, or articles not fabricated. 


Back in the days of bank locks the combination of those char- 


acteristics made the “Yale’’ manufacture well known as superior 


throughout the world. When small locks were added the same 
characteristics were embodied in them with the same result. An 
article bearing the word “Yale” commands a higher price than the 
same article without that word on it. 

The use of the word “Yale” by the plaintiff is purely arbi- 
trary. It is not the name of any one connected with the plaintiff's 
organization. 

It further appears from the record that both the plaintiff and 
defendant use the word “Yale” in the same block print; both em- 
phasize the word where it is used in the text of advertisements; 
both use it enclosed in a panel conspicuous at the head of their 
advertisements or in the border; both constantly refer to their 
goods as “Yale Products,” “Yale Line,” “Yale Quality,” “Yale on 
Guard”; both refer to their products as on sale at all hardware 
stores, advertisements of both appear in hardware trade publica- 
tions and in some magazines of general circulation in similar gen- 
eral makeup, and the products of both plaintiff and defendant are 
sold in the same stores. 

Plaintiff argues that the law which applies to the instant case 
has been settled by the Supreme Court of the United States in the 
so-called “Simplex” case—American Steel Foundries v. Robert- 
son, Commissioner of Patents, and Simplex Electric Heating Co., 
269 U. S. 872 [16 T. M. Rep. 51], the contention, inter alia, being 
that the plaintiff has appropriated less than the whole name of the 
defendant; that it has adopted and used a trade-mark on its goods 
which are not of the same description as those of the defendant; 
that the word “Yale” comprises the whole or part of about 50 
registrations by nearly as many different parties upon many kinds 
of merchandise; that the single word “Yale” alone is identified 
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with Yale University; that it is not shown that the word “Yale” 
is any more calculated to denote to the purchasing public The Yale 
& Towne Manufacturing Co. than other corporations, the corporate 
name of which contains the word “Yale”; that the word “Yale” 
has been used in such .wide and varied ways in this country, not 
only as a trade-mark but as a part of a firm or a corporate name 
and that everybody has considered something more than the word 
“Yale” necessary to identify a corporation; and that from the 
evidence the use of the word “Yale” as a trade-mark on goods of 
the plaintiff has not and will not deceive or confuse the public and 
has not injured the defendant, The Yale & Towne Manufacturing 
Co., and will not injure any other corporation. 

Of course, if these contentions were all sound and true, the 
case at bar would come under the rule in the “Simplex Case.” But 
the record shows, as already noted, that the goods of both plaintiff 
and defendant are sold in the same stores, more particularly in 
hardware stores and presumably to the same class of purchasers. 
Of course the prospective purchaser of locks and keys would not 
likely be led by the confusion of marks to purchase flashlights or 
batteries, but might be led to purchase flashlights or batteries on 
the strength of the standing and reputation of the locks and keys 
bearing the same trade-mark. 

Thus confusion would result and not only the maker of the 
locks and keys, but the public as well, would be deprived of the 
protection which it was, obviously, the purpose of the trade-mark 
statute to give. And if it be found that there is doubt as to whether 
such confusion will exist, it is the duty of the court to resolve that 
doubt against the newcomer in the field. Waltke § Co. v. Shafer 
& Co., 268 Fed. 650. Furthermore, even if the Patent Office, in 
its arbitrary classification does not regard the goods of plaintiff 
and defendant of the same descriptive properties, the test here is 
not in the likelihood of confusing the products, but the source from 
which they come. William V. Kern & Sons, 47 App. D. C. 441. 
However, I conclude that they are sufficiently alike to cause con- 


fusion or mistake in the public mind if offered for sale under the 
same mark. 
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From the proofs contained in the record it cannot be disputed 
that the word “Yale” is and long has been the salient and charac- 
teristic feature of defendant’s corporate name, and the well-known 
trade-mark under which it has advertised and marketed its prod- 
ucts. The fact that the same word occurs in the names of many 
other corporations or is the name of many individuals has no bear- 
ing on the issue in the case at bar. The real question to be decided 
is, What does the word “Yale” signify in the hardware trade? 
Without doubt it identifies The Yale & Towne Manufacturing Co. 
and its products. Nor do I think it conclusive that The Yale & 
Towne Manufacturing Co. does not make flashlights or batteries, 
as this is a mere detail of evidence to be taken with other evidence 
in the case. 

Such being my conclusions it must be held that plaintiff should 
be restricted in the use of the word “Yale,” because its goods are 
sold in the same establishment and practically over the same counter 
with the goods of defendant. 

Mr. Justice Sutherland, speaking for the Supreme Court in the 
Simplex Case, on page 881, said: 


“The general doctrine is that equity not only will enjoin the appro- 
priation and use of a trade-mark or trade-name where it is completely 
identical with the name of the corporation, but will enjoin such appropria- 
tion and use where the resemblance is so close as to be likely to produce 
confusion as to such identity, to the injury of the corporation to which 
the name belongs. Cape May Yacht Club v. Cape May Yacht and Country 
Club, 81 N. J. Eq. 454, 458; Armington §& Sims v. Palmer, 21 R. I. 109, 115. 
Judicial interference will depend upon the facts proved and found in each 
case, Hendriks v. Montagu, L. R. 17 Ch. Div. 638, 648; Higgins Soap Co. v. 
Higgins Soap Co., 144 N. Y. 462, 469-471.” 

From this record only one conclusion can be reached as to 
the reason for the change in the corporate name of the plaintiff and 
that is that the name of The Yale Electric Corporation was adopted 
for the sole purpose of enabling the plaintiff to palm off its goods 
as those of the defendant. This conclusion is borne out by the 
fact that a Chinese copy of defendant’s trade-mark was adopted 
and used—its advertisements copied as nearly as possible, and its 
slogans, such as “Yale Products,’ “Yale Line,’ “Yale Quality,” 
“Yale on Guard,” literally taken over. These facts constitute a 


case of unfair competition and defendant is entitled to relief against 
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the plaintiff. The fact that defendant has not shown any actual 
damages simply means that it is not entitled to an accounting. 

For the reasons given the bill is dismissed. Defendant may 
have a decree for an injunction according to the tenor of this 
decision, together with costs to abide the event. 


Duro Co. v. Duro Co. 
United States District Court, District of New Jersey 
August 14, 1927 


Trape-Marxs—“Dvuro” — InrriNGEMENT — Eecrricatty-Driven Pumpine 

Ovtrits anp Spark Pivucs—Goops or Same Descriptive Properties. 

Where, after plaintiff had built up a large business in electrical 

apparatus, particularly lighting and pumping outfits, under the name 

“Duro,” and had registered same as a trade-mark in the Patent Office, 

the subsequent adoption and use of the same word by defendant as 

a trade-mark for spark plugs, held unfair competition, and an injunc- 
tion was ordered. 


In equity. Action for unfair competition. Injunction granted. 


H. A. Toulmin, Sr., H. A. Toulmin, Jr., and H. C. Minton, Jr., 
all of Toledo, Ohio, for plaintiff. 

Edward G. Fenwick and Arthur T. Vanderbilt, both of Wash- 
ington, D. C., for defendant. 


Boning, D. J.: The plaintiff is an Ohio corporation. Since 
1916, it has produced electrical apparatus of various sorts, such 
as switches, solnoids, electrical motors, electric driven pumps, elec- 
tric driven pneumatic water systems and internal combustion en- 
gines of the smaller types used on farms, mines and in villages for 
supplying a source of power where electric current is not available. 
And these products have been continuously marked “Duro.” 

A great business, running into the millions, has been built up. 
Nearly $2,000,000, directly and indirectly, has been expended on 
advertisements. Four Patent Office registrations have been secured. 
The first has to do particularly with electric apparatus, the others 
with lighting and pumping outfits and the last with mechanism 
electrically driven or electrically operated in various fashions. 
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The plaintiff has sold its electrical devices and internal com- 
bustion engines with the aid of 10,000 jobbers and 800 salesmen. 
The product has become a household necessity in farming districts 
and the word “Duro” has become a household word indicative of 
plaintiff's product. Sometimes the word “Duro” has appeared in 
block letters; sometimes in a triangle. Sometimes the word has 
been stenciled upon the product, while at other times it has been 
directly applied, or the article has been tagged. So closely has 
the word been considered in connection with these electrical appli- 
inces and engines that the trade has regarded the word “Duro” 
as having sole applicability to plaintiff's goods, and finally in 1925 
the Patent Office granted registration. 

The plaintiff's corporate title was from time to time changed 
more closely to identify the manufacturer with the product. The 
defendant, however, first adopted the corporation name. Since 
the plaintiff was for years a national advertiser and its goods were 
sold as early as 1916 in New Jersey under the trade-name “Duro,” 
it is obvious that the defendant realized the full purport of plain- 
tiff’s priority. 

The only previous use of the word “Duro” with electrical 
appliances was by the old Chicago Battery Company, which long 
before the plaintiff's advent passed out of the picture. 

The defendant quite recently embarked on a commercial scale 
in the manufacture of spark plugs at Newark, N. J. The plugs 
are marked with the word “Duro.” The printing used is a big 
elongated “D” with a little “u-r-o” inside crossed by a double 
headed red arrow. It is of this that the plaintiff complains. 

As to the allegations of unfair competition, the defense is that 
the product and goods of the two companies are so different and 
the markings are so different—the plaintiff sometimes using a 
triangle and bar with the word “Duro,” while the defendant uses 
the big “D” with the little “u-r-o” within crossed by a double 
pointed red arrow—that there is no unfair competition. 

The defenses to the charge of trade-mark infringement are: 
First, that defendant was the first to use the name “Duro” on spark 
plugs. Second, that the word “Duro” was so common for years 
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prior to its adoption by the parties to the suit, both as to the name 
of individuals and corporations, as to have no quality capable of 
becoming a subject of copyright, except with other distinguishing 
marks. Third, that “Duro” has been so commonly used that it 
had no property of indicating origin of itself. 

The defendant’s business history dates back to 1919. A part- 
nership seems to have been formed to deal in automobile accesso- 
ries. Little came of the adventure, which was confined to a spark 
plug cleaning brush and other simple things, until a corporation 
was formed in 1920 under the name of the Duro Company. This 
company made spark plugs and sold a few under the trade-name 
“Duro.” They now have a small factory and possibly 100 em- 
ployees. The plugs are sold principally in the East. 

On the question of unfair competition, it may be noted that the 
name “Duro” was used with plaintiff's electrical product since 
1916; that large sums of money were expended upon advertising 
and marketing these goods so as to establish a valuable property 
in the name. Obviously, the defendant did not use the word “Duro” 


until three years after the plaintiff's Duro engines had been sold 
in New Jersey. 


The Supreme Court said: 


“What degree of resemblance is necessary to constitute an infringe- 
ment is incapable of exact definition, as applicable to all cases. All that 
courts of justice can do, in that regard, is to say that no trader can adopt 
a trade-mark, so resembling that of another trader, as that ordinary pur- 
chasers, buying with ordinary caution, are likely to be misled.” McLean 
v. Fleming, 96 U. S. 251. 

“The term (trade-mark) has been in use from a very early date, and, 
generally speaking, means a distinctive mark of authenticity, through 
which the products of particular manufacturers or the vendible commodi- 
ties of particular merchants may be distinguished from those of others. 
It may consist in any symbol or in any form of words, but as its office is 
to point out distinctively the origin or ownership of the articles to which 
it is affixed, it follows that no sign or form of words can be appropriated 
as a valid trade-mark, which from the nature of the fact conveyed by its 
primary meaning, others may employ with equal truth, and with equal 
right, for the same purpose. 

“And the general rule is thoroughly established that words that do 
not in and of themselves indicate anything in the nature of origin, manu- 
facture or ownership, but are merely descriptive of the place where an 
article is manufactured or produced, cannot be monopolized as a trade- 


mark. 
* - + 7 * * * - * 
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“The name ‘Elgin’ it is contended has acquired a secondary significa- 
tion in connection with its use by appellant, and should not, for that 
reason, be considered or treated as merely a geographical name. It is 
undoubtedly true that where such a secondary signification has been ac- 
quired, its use in that sense will be protected by restraining the use of the 
word by others in such a way as to amount to a fraud on the public, and 
on those to whose employment of it the special meaning has become 
attached. 


“In other words, the manufacturer of particular goods is entitled to 
the reputation they have acquired, and the public is entitled to the means 
of distinguishing between those, and other, goods; and protection is 
accorded against unfair dealing, whether there be a technical trade-mark 
or not. The essence of the wrong consists in the sale of the goods of one 
manufacturer or vendor for those of another.” Elgin National Watch Co. 
vy. Illinois Watch Co., 179 U. S. 673, 674. 

The plaintiff was the first to adopt the name “Duro” as ap- 
plicable to its electrical product. By the unwarranted use by the 
defendant of this name, undoubtedly purchasers were misled. A 
man purchasing a Duro engine and requiring a new spark plug, 
would undoubtedly seek a Duro plug. The Duro plugs are made of a 
size to fit exactly in the Duro engine. The difference in letter 
arrangement would not enable the purchaser to detect the simu- 
lated article. The plaintiff is entitled to the reputation his goods 
have acquired under the term “Duro” whether this name be a 
surname or not, and whether it is a technical trade-mark or not. 
The essence of the wrong is the sale of these electrical goods for 
those of the plaintiff. 

The Circuit Court of Appeals for the District of Columbia in 
Duro Pump & Mfg. Co. v. California Cedar Products Co., 11 Fed. 
(2d) 205 [16 T. M. Rep. 87] held that the Duro Company, the 
plaintiff here, was the originator of the mark “Duro,” and further 
said in granting exclusive registration: 


“While the descriptive properties of the products of the two com- 
panies are technically different, both are used in residences, and under 
the evidence, we are constrained to the view that their concurrent use 
would tend to confusion of the identity of the Duro Company. If the 
California Cedar Products Company were permitted to use this mark, 
which has come to represent the Duro Company and its product to the 
public, other companies likewise might use it, with resultant loss of identity 
of the Duro Company.” 


The Circuit Court of Appeals, for the Third Circuit, Judge 
Buffington speaking for the court said, in Wall v. Rolls-Royce of 
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America, 4 Fed. (2d) 838 [15 T. M. Rep. 239], affirming a decision 
of this court in restraining Wall from doing business under the 
name Rolls-Royce Tube Company: 


“From the pleadings and statements made at the argument, it is clear 
that the purpose of Wall was to take and use the good-will, fair name, and 
trade record which the two companies had, through years of business in- 
tegrity, given to the name ‘Rolls-Royce, and thereby create in the minds 
of the public the impression that his mail order tubes bore some connec- 
tion with the real Rolls-Royce companies. Upon no other theory than a 
purposed appropriation to himself, and an intent to convey to the public 
a false impression of some supposed connection with the Rolls-Royce 
industries, can Wall’s actions and advertisements be explained. Seeing, 
then, that by putting his individual business under the name ‘Rolls-Royce,’ 
and utilizing its trade reputation and earned good-will, Wall could greatly 
benefit himself, the converse of the proposition follows: ‘Rolls-Royce’ 
might, and indeed almost surely would, injure the real Rolls-Royce indus- 
tries, and substantially detract from their good-will and fair name. It 
is true those companies made automobiles and aeroplanes, and Wall sold 
radio tubes, and no one could think, when he bought a radio tube, he was 
buying an automobile or an aeroplane. But that is not the test and gist 
of this case. Electricity is one of the vital elements in automobile and 
aeroplane construction, and having built up a trade-name and fame in 
two articles of which electrical appliances are all important factors, what 
would more naturally come to the mind of a man with a radio tube in 
his receiving set, on which was the name ‘Rolls-Royce, with nothing else 
to indicate its origin, than for him to suppose that the Rolls-Royce Com- 
pany had extended its high grade of electric product to the new, electric- 
using radio art as well. And if this Rolls-Royce radio tube proved un- 
satisfactory, it would sow in his mind at once an undermining and distrust 
of the excellence of product which the words ‘Rolls-Royce’ had hitherto 
stood for.” 


The facts and law stated by the same court in Akron-Overland 
Tire Co. v. Willys-Overland Co., 278 Fed. 674 [11 T. M. Rep. 
281] seem clearly applicable to the facts in this case. There a 
small concern engaged in retreading tires adopted the name Akron- 
Overland Tire Company. Willys-Overland Company did not make 
tires, but did manufacture automobiles. Judge Buffington said: 


“Moreover, with a practically unlimited field of distinctive names 
open to it for choice, when the defendant lately entered the automobile 
industry, the fact that it chose to take a name that had no connection or 
association with the automobile trade, except the good-will and associa- 
tion which the plaintiff had given it, shows conclusively that the name 
was given to this new venture in the automobile field because of its estab- 


lished high regard in that industry, which had been given it by the plain- 
tiff.” 


An injunction may issue. 
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Mve Hens & Kroprr, Inc. v. Ferp. MvELHens, INc. 
United States District Court, Southern District of New York 
September 16, 1927 


Trape-Marks—Unrair Competirion—Sare By Auien Property Custopian 

—Ricur To Secret Formvuta. 

On motion for preliminary injunction, where plaintiff claimed 
the exclusive right to the sale in the United States of an eau de 
cologne made in Germany by the Muelhens family, said business and 
good-will having been seized by the Alien Property Custodian and 
sold to the plaintiff, it was held that such seizure and sale did not 
convey to plaintiff the right to use the secret formula. 

Same—SamMe—Same—Deceprive Use or Trape-Mark. 

In the case at issue, where plaintiff had used a trade-mark on a 
substitute article so as to lead the public to believe that such article 
was the original one, long identified with the mark, it was held un- 
lawful use of the mark, and an injunction was ordered. 

In equity. On motion for preliminary injunction against use 
of mark on goods made abroad, where the United States business 
was acquired by plaintiff from Alien Property Custodian. Injunc- 


tion denied. 


Manvel Whittemore, of New York City, for plaintiff. 

Katz § Sommerich (George F. Scull, Maxwell C. Katz, and 
Otto C. Sommerich, of counsel), all of New York City, 
for defendant. 


Mack, J.: Since 1792 the Muelhens family has been engaged 
in the making of eau de cologne at 4711 Glockengasse, Cologne, 
Germany, from essential oils dissolved in the proper amount of 
alcohol and water, pursuant to a recipe transmitted from father 
and son and kept secret at all times, as is stated on all labels and 
is advertised extensively. The business has become world-wide 
under the mark “4711.” 

Plaintiff's president, Kropff, through whom title is asserted, 
came to the United States in 1878 as the Muelhens agent. It is 
unnecessary on this motion to go fully into the facts. It suffices 
that for the purposes of a preliminary injunction I am not satisfied 
that Kropff acquired knowledge of the recipe or of the nature or 
proportions of the essences used. 
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If, however, he did acquire such knowledge, then it was acquired 
by him in his capacity as agent, with full knowledge that the German 
principal intended to preserve its secrecy. It is entirely clear that, 
except possibly for two shipments, not the separate essences but 
only a mixture of the essential oils, called Cedrac, was shipped 
to Kropff. 

In 1889, Ferdinand Muelhens and Kropff became partners. 
Under the agreement, the secret recipe remained in Muelhens, who 
had the right to take over the business in case of dissolution. 

The trade-mark was registered. Jurisdiction is based on the 
registration. Whether the trade-mark belonged to the partnership 
or whether the firm was merely licensed by Muelhens to use it 
need not be here determined. 

For the purpose of this motion I shall assume, although I do 
not determine, that through seizure by the Alien Property Custo- 
dian and the settlement made with him by Kropff, and Kropff’s 
assignment to plaintiff, plaintiff became vested with legal title to 
the trade-mark as well as to the good-will of the business con- 
ducted by the partnership before the war. 

The Custodian, however, did not expressly purport to seize or 
to sell the secret recipe. It is not specifically included in his de- 
mand or in the settlement. 

It never belonged to the partnership and was not known in 
this country. It remained in Germany. It is no part of the good- 
will of the business itself. 

Plaintiff contends that as, by the Trading with the Enemy 
Act, the Custodian’s demand has the same force and effect as a 
duly executed conveyance, therefore the enemy is estopped, as it 
is contended he would be on a voluntary conveyance, from relying 
on plaintiff’s ignorance of the recipe. 

The basis of this contention is that an obligation to reveal the 
secret essential to carrying on of the business sold and to the proper 
use of the trade-mark transferred, must be implied, if it is not 
expressed. 

If, on a voluntary sale of the trade-mark and good-will of 
the business dependent for its use upon a secret process, the vendor 
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would come under an obligation to reveal the secret, and failing 
to reveal it, would be estopped from denying the vendee’s knowl- 
edge thereof, such an obligation would necessarily be based upon 
the actual intention of the parties, that is, upon an agreement to 
that effect, either express or implied. 

The act, however, did not purport to impose, and it is at least 
doubtful whether it could have imposed, such an obligation on a 
non-resident who made no such agreement. There was no juris- 
diction over him but only over his property in this country; and 
of course there is no basis for implying Muelhens’ assent, as a fact. 

If Kropff, whether as agent or wrongfully, had acquired knowl- 
edge of the secret recipe, he should have given it to the Custodian 
as property in this country of the alien. There is, however, no 
contention that, under the demand, he did reveal the secret and-or 
thereafter acquired it from the Custodian in the settlement or, 
without such revelation, became the assignee thereof through the 
Custodian’s implied assent. 

He did not even assert knowledge of the secret recipe at the 
time of the demand and, as heretofore stated, I doubt whether he 
had or has such knowledge. The Custodian’s release to Kropff 
from all liabilities to Muelhens may well bar any action by Muel- 
hens for wrongs theretofore committed ; it does not, however, operate 
as a transfer of the recipe and a grant of its use thereafter even 
if Kropff knew the secret and had theretofore wrongfully used it. 

At the argument, the suggestion was accepted that an inde- 
pendent analysis of plaintiff's and defendant’s product should be 
made. I have concluded, however, that at present this is unneces- 
sary, because it seems to me apparent from the affidavits of the 
experts that there is no real identity of the two products. 

They may be closely similar but they are not the same. Plain- 
tiff may have some part of the secret, but it does not appear to 
have the entire secret. 


Plaintiff's product may or may not be as good as the original 
“4711”; it is not, however, the original. Notwithstanding this, it 
has persistently advertised the product as if it were the original, by 
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asserting in broadest terms that its product is made according to 
the original recipe. 

It may well be that some improvements through changes in the 
formula by the owner of the trade-mark and the recipe, although 
not advertised, will not preclude him from protecting his mark as 
against infringers. Coca Cola Co. v. Koke Co., 254 U. S. 1438 
[10 T. M. Rep. 441]. In this case, however, plaintiff is attempt- 
ing to palm off a substitute article under what I must at present 
deem the false claim that it knows and has the original recipe. 

If plaintiff has acquired the trade-mark in connection with 
the business, it nevertheless cannot properly use it so as to lead 
the public to believe that the product sold by it is identical with 
the product for which the mark originally stood. 

Burgois v. Katzel, 260 U. S. 689 [13 T. M. Rep. 69], is beside 
the point here involved. That case held only that, when the Ameri- 
can trade-mark has been sold and is being here used on the original 
article, the foreign vendor cannot, even on identical goods, use that 
trade-mark in this country in violation of the original vendee’s 
rights. 

A number of other questions are raised in the cause, but for 


the purpose of this motion I deem it unnecessary now to consider 
them. It suffices that, to put it mildly, there is such serious doubt, 
both on the law and on the facts, as to plaintiff's right to injunctive 
relief, that in the exercise of a sound judicial discretion such relief 
should not be awarded in any event prior to a full trial. 


The motion for a preliminary injunction will therefore be 


denied. 


Note.—The above decision is merely another application of the familiar 
rule that no one will be allowed to pass off his goods as those of another. 
The mark “4711” meant to the public a cologne made in Germany under a 
certain formula. This formula was secret and could not be sold by the 
Alien Property Custodian in the United States. Without it, he could not 
take the good-will of the business. Without the good-will the sale and 
assignment of the trade-mark registrations in the United States was an 
empty form. The use of the mark by the assignee of the Alien Property 
Custodian was a claim that the article to which it was applied was the 
original cologne made under the secret formula. As applied to cologne 
made in the United States this claim was false. 

The most famous case of like kind is that of the “Chartreuse” trade- 
mark. This cordial was first made in the eighteenth century near 
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Grenoble, France, by monks of the Monastery of La Grande Chartreuse. 
Its ingredients were supplied by the aromatic herbs growing in the 
vicinity of the Monastery, which were compounded under a secret formula, 
the secret of manufacture being carefully guarded within the Order. 
In the course of time this cordial obtained a world-wide fame and the 
name Grande Chartreuse and the pictorial features of the label were 
registered by the monks in many countries of the world. 

In the year 1903, pursuant to a French law directed against religious 
orders, the Monastery of La Grande Chartreuse was confiscated by the 
French government, together with the other property of the Order. The 
monks, compelled to seek another home, settled at Tarragona, Spain, 
where they resumed the manufacture of the liqueur under the original 
formula. By French law, however, the French receiver acquired a right 
to the trade-marks, which he conveyed to a French firm. The claim of 
this firm to the trade-marks was, as might be expected, upheld by the 
French courts. The title to the foreign registrations, however, continued 
to be the subject of litigation for many years. 

Persistent efforts were made by the French concern, to whom the 
marks had been assigned by the French receiver, to prevent the monks 
from using the name and label in the several European and South Ameri- 
can countries whether they had extended the sale of their product, now 
manufactured in Spain. With a single exception, however, the courts 
of every country sustained the claim of the monks to their trade-mark 
and label. In Switzerland, Belgium, Germany, the Netherlands, Argentine 
Republic, Brazil and Peru the litigation resulted favorably to the monks. 
In Great Britain, the Court of Chancery took the view that the French 
receiver was the lawful successor of the monks and entitled to hold him- 
self out to the public as conducting their former business. In the United 
States, an injunction approved in the Supreme Court was granted in 
favor of the monks against the agent of the French company, enjoining 
all use of the name “Chartreuse” as the name of or as descriptive of the 
liqueur. (Baglin v. Cusenier Co. [1 T. M. Rep. 147], and note, p. 163.) 

The same question arising under a sale by the Alien Property Cus- 
todian was present in the case of the “Hunyadi Janos” trade-mark which, 
unfortunately, was, however, decided by the United States Circuit Court 
of Appeals upon a collateral point without adjudicating the question 
whether, under any circumstances, the trade-mark made familiar to the 
American public in connection with the sale of a natural mineral water 
bottled in Hungary could be properly used upon an artificial water manu- 
factured in this country. (Hunyadi Janos Corporation v. Stoeger [15 
T. M. Rep. 511].) 

The question suggested by the court as to the right of the maker of 
a proprietary article long advertised under a trade-mark to change his 
formula without indicating the fact on his label is of course not involved 
in the case. A decision directly in point, in a proceeding brought by the 
Federal Trade Commission, was rendered by the Circuit Court of Appeals 
in 1922. In this case, involving a baking powder, phosphate had been 
substituted for cream of tartar, and the product continued to be sold 
under substantially the same labels as before. The Federal Trade Com- 
mission held that the public was deceived by such change, not accom- 
panied by due notice. (Royal Baking Powder Co. v. Federal Trade Com- 
mission [12 T. M. Rep. 140].) 

The principle applicable to such cases would probably be that any 
change which did not materially alter the properties or characteristics 
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of the product would be held not to destroy its identity, and therefore 
would not affect the rights in the trade-mark. Certainly, any important 
change in the formula, even by the substitution of another ingredient, 
provided the preparation was not thereby made less efficacious, should 
not jeopardize the trade-mark rights. As in the case of other products, 
it must always be permissible to improve the quality of the product with- 
out destroying its identity. Eb. 


Price-Houuster Co. v. Warrorp CorPORATION 
(18 F. [2d] 129) 


United States District Court, Southern District of New York 


December 1, 1926 


Trape-Marxs—Unrairn Competirion—SeENnpING Misteapinc Lerrers to Cus- 

TOMERS OF CompreTirors Herp Unrair ComPertITIon. 

From letters and circulars sent out by defendant to complainant’s 
customers, in which misuse was made of a default decree for infringe- 
ment of a patent, obtained by defendant against a customer of com- 
plainant, and containing threats of suit, whereas no suit involving the 
validity or infringement of the patent had ever been tried, held unfair 
competition. 


TraveE-Marks anp TrapE-NAMEs AND Unraimr Competirion—Eauiry May 
Grant InsuncTion AGainst UnFair Competition. 

A court of equity has power to grant preliminary injunction 

against unfair competition tending to destroy complainant’s business. 

In equity. Action for unfair competition. On motion for 


preliminary injunction. Granted. 


Gifford § Scull, of New York City (Ira J. Wilson, of Chicago, 
Ill., of counsel), for plaintiff. 

Daniel L. Morris, of New York City, for defendant. 

Winstow, D. J.: This is an action in equity against the 
defendant for injunction and for an accounting for damages to 
plaintiff's business, resulting from threatening letters to defendant's 
customers, and advertisements and statements to the trade by the 
defendant and its agents. These statements and advertisements 
are addressed generally to the trade, or specifically to distributors 
or customers, and relate to auxiliary transmissions for automobiles, 
which plaintiff manufactures and markets in large quantities. 
These transmissions consist of three types, said to be mechanically 
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different, which are generally designated, respectively, as ‘“Giant,” 
‘“‘Two-Speed,” and “Planator.” 

The defendant, the Warford Corporation, also sells auxiliary 
transmissions, and is the licensee under a patent No. 1,010,278, 
which patent was issued in or about 1911. The Warford Corpora- 
tion became a licensee under that patent in or about February, 
1925. No suit has ever been brought against the plaintiff, Price- 
Hollister Company, for infringement of this patent, until at or 
about the time of the submission of this motion, but the defendant 
did sue one of Price-Hollister Company’s customers. Application 
by the plaintiff herein to intervene in that suit was successfully 
resisted by the Warford Corporation. 

In the Northern District of Ohio, the Warford Corporation 
sued one Reardon, a purchaser of plaintiff's device, and obtained 
an uncontested decree in that district. The defendant herein, by 
form letters and circulars, notified the trade of the decree of the 
District Court of the Northern District of Ohio, but did not say, 
in such circulars, that it was a default decree. The originals of 
some 15 of said letters, notifying the trade of the decree in the 
Reardon case, are attached to the moving papers. These letters 
contain, among other things, the following: 


“The sale or offering for sale by you of transmissions manufactured 
by the Price-Hollister Company, for whom you are a distributor, con- 
stitutes an infringement of said law patent, and we hereby notify you 
to cease such infringement immediately, and to give us your assurance 
that you have done so, failing in which we will avail ourselves of the 
remedies which the law affords.” 

It is alleged in the moving papers that thousands of such 
notices were sent to plaintiff's jobbers, distributors, dealers, cus- 
tomers, and prospective customers, and the trade generally. Quan- 
tities of letters have also been sent out, addressed to plaintiff's 
trade, containing threats of lawsuits. The effect of this campaign 
of threats and intimidation by the defendant, begun in or about 
July, 1926, has decreased plaintiff's business over 60 per cent. 

The moving papers are overwhelmingly convincing that the 
circularization of the trade by this defendant will, in all prob- 
ability, completely destroy plaintiff’s business unless restrained, 
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although the patent, of which the defendant herein is the licensee, 
has not yet been adjudicated, so far as the plaintiff herein is con- 
cerned. 

The patentee has a right to protect his interest under the 
patent by notifying the world, or any person in particular, of his 
rights under his patent and cautioning against infringement; but 
he cannot, under this guise, harass and annoy competitors, or seek 
to destroy their trade. The law provides an orderly method of 
protecting the monopoly by suit. 

The two questions presented on this motion are whether the 
court has power, in an action of this sort, to grant an injunction 
pendente lite; and, secondly, whether, if the court have that power, 
the facts are sufficient to justify the court in exercising its discre- 
tion. 


I am satisfied that the default decree, obtained by the de- 
fendant corporation in Ohio, was misused, and that a false impres- 
sion was conveyed to the trade as to the effect of such decree. 
I am also satisfied that the circulars sent out by defendant to the 


trade are intended to, and do impress plaintiff’s customers and the 
trade generally that defendant’s patent has been adjudicated in 
a contested case, and also that all types of plaintiff's transmissions 
have been held to infringe said patent. 

In the case of Asbestos Shingle, Slate & Sheathing Co. v. 
Johns-Manville Co. (C. C.) 189 F. 611, Judge Hand refers to the 
misuse of a decree of the court, even though no bad faith be shown 
in such misuse. I cannot believe that this court is without power 
to restrain the defendant from going beyond the proper limits of 
its rights, and to prevent defendant from frightening away plain- 
tiff’s customers by threats or intimidation. It would be preposterous 
in this case, if there be no adequate remedy which a court of equity 
ean afford. The great number of exhibits attached to the moving 
papers are convincing that dealers are refraining from buying 
from the plaintiff, or from dealing in any of the things manufac- 
tured by it, by reason of the alleged adjudication of infringement 
of defendant’s patent. No merchant willingly buys a lawsuit. and 
it is doubtful if the profits of a highly competitive business would 
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lure him into litigation, which not only would be embarrassing, 
but might ultimately compel him to respond in damages in excess 
of his profits. If the letters and circulars of the defendant are 
issued and distributed, not merely in good faith, to warn against 
infringement, but rather for the purpose of destroying the business 
of plaintiff in advance of adjudication, his property rights are 
wrongfully assailed, and a court of equity should not be slow to 
afford relief. See Farquhar Co. v. National Harrow Co. (C. C. A.) 
102 F. 714, 49 L. R. A. 755; Adriance, Platt & Co. v. National 
Harrow Co. (C. C. A.) 121 F. 827. 

The record fully justifies the conclusion that the defendant 
has been guilty of acts of grossly unfair competition, and that, 
unless relief is granted pendente lite in this action, it may be too 
late to repair the damage otherwise done. The defendant may 
establish his right to a monopoly, not by threats or intimidation, 
but by a decree of the United States court by due and orderly 
procedure. Notices to the trade in advance of such adjudication 
should not be in the form of threats calculated to terrorize a com- 
petitor’s customers. 

Motion for injunction will be granted, pending the trial of 
this case, restraining defendant from sending out letters or cir- 
culars respecting suits filed, or prospective suits to be filed, by this 
defendant, charging infringement of its patents by plaintiff’s trans- 
missions, except that defendant may furnish copies of any plead- 
ings filed or order entered in any suit actually filed, and from mak- 
ing or publishing threats to file suits against defendant’s customers, 
or prospective customers, claiming infringement of patent No. 
1,010,278 because of the sale or use of plaintiff's transmissions. 
The order to be entered shall make provision for the sending of a 
copy of this restraining order to various persons in the trade who 
may be affected thereby. 

As a condition for the issuance of the injunction pendente lite, 
plaintiff will be required to give a bond in the usual form in the 
sum of $5,000. Settle order on notice. 
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P. J. Trerney Sons, Inc. v. Trerney Bros., Inc. 
New York Supreme Court, Appellate Division 
September 13, 1927 


Unrairn Competition—Decrptive Use or SurNAME—SOLICITING PLAINTIFF'S 

Customers—INJUNCTION. 

Defendants, who had used the name “Tierney” on lunch wagons 
and made same well known as a trade-name therefor, by using the 
same name in a competing business after the sale to plaintiff of the 
original business and good-will, and by soliciting plaintiff's customers 
in such a way as to lead them to believe they were dealing with the 
original firm, held guilty of unfair competition, and a preliminary 
injunction was issued. 

In equity. Suit to restrain unfair competition. Injunction 
granted. 

FRANKENTHALER, J.: Plaintiff P. J. Tierney Sons, Inc., seeks 
an injunction pendente lite restraining the defendant, Tierney 
Bros., Inc., from using any name of which “Tierney” is a part 
in connection with the business of manufacturing, selling and adver- 
tising lunch wagons and their equipment. In 1898, Patrick J. 
Tierney commenced to manufacture lunch wagons on a large scale. 
Each of the products was known as a “Tierney lunch wagon,” and, 
to quote from the answering affidavit of defendant’s president, 
Edward J. Tierney, it was not long before “the name of Tierney 
became a synonym for the better class of lunch cars.” Patrick J. 
Tierney died in 1917. His sons, Edward J. and Edgar T. Tierney, 
formed the partnership of “P. J. Tierney Sons,’ which took over 
and carried on their father’s business. Every wagon made by the 
firm bore the name of “P. J. Tierney Sons” as manufacturers, and 
much money was spent by the partnership, as it had been previ- 
ously by Patrick J. Tierney, in advertising the name of Tierney 
in the dining car field. In 1922 plaintiff P. J. Tierney Sons, Inc., 
was incorporated to take over the assets and affairs of the partner- 
ship. According to defendant’s memorandum of law, the co-part- 
ners “‘also assigned” to the corporation “the good-will of the busi- 
ness.” At the outset all the stock was owned by Edward and 
Edgar Tierney and their uncle, Daniel Tierney. The three Tier- 
neys were also the directors and officers of what was a “family 
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corporation.” The business prospered and plaintiff in due time 
became the largest manufacturer of dining cars and equipment. 
As a result of extensive advertising, fair dealing and the quality 
of its product it acquired a national reputation of great value. The 
wagons which it produced were variously known as the “Tierney 
Dining Car,” the “Tierney Diner,” ete., and plaintiff itself has 
come to be known in the trade as “Tierney” and has advertised as 
such. The name Tierney when used in connection with lunch and 
dining cars brought to the mind of the interested public the products 
of the plaintiff and it came to identify them as such. In February, 
1926, Edgar T. Tierney sold all his stock to his brother Edward 
and severed all connection with the company. In September of 
the same year, according to the answering affidavit of defendant’s 
president, plaintiff encountered serious financial difficulties, which 
culminated in the sale by Edward and Daniel Tierney to outside 
interests of all the preferred and 51 per cent. of the common stock. 
Subsequently, in July, 1927, they transferred the rest of their 
holdings to the same interests. From that time on, no member of 
the Tierney family has been an officer, employee, director or stock- 
holder of the plaintiff corporation. In February, 1927, although 
he was still at the time a director of plaintiff, Edward J. Tierney, 
together with Edgar and one Fanelli, who, it is undenied, was 
merely the nominee of Daniel Tierney, formed the defendant cor- 
poration. The certificate of incorporation filed in Westchester 
County stated that the principal office was to be at New Rochelle, 
where the plaintiff’s business has been located ever since it was 
originally founded by P. J. Tierney. It names as directors for 
the first year Edward J. Tierney, Edgar T. Tierney and Fanelli. 
Defendant does not dispute the charge that the present directors 
are Edward, Edgar and Daniel Tierney. The certificate of incor- 
poration specifically mentions, as one of the purposes of the busi- 
ness, the manufacture, sale, etc., of lunch cars, dining cars and other 
incidental equipment. Indeed, defendant openly states that it was 
and is its intention to compete with plaintiff in the manufacture of 
these products. From February to June Edward J. Tierney and 


his brother Edgar, to quote the former, “were actively engaged in 
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seeking a suitable factory for the manufacture of dining cars and 
completing the many details attendant upon the start of a new 
business.” Such a place was finally obtained and the production 
of dining cars commenced. It is important, however, to note that 
not a single car has yet been completed, delivery of the first being 
promised for about September 15, 1927. Nevertheless, on or about 
June 28, 1927, defendant, it is conceded, “‘circularized among 
customers of plaintiff, as well as others, a letter reading as follows: 
“Tierney Bros., Inc., Originators and Developers of the Famous 
Tierney Dining Car, So. Fulton and So. Columbus Aves., Mt. 
Vernon, N. Y., June 28, 1927. Telephone, Oakwood 6400. Ameri- 
can Diners, Inc., 42 Broadway, New York City. Attention Mr. 
Cowan.—Gentlemen: We take pleasure in announcing our re- 
sumption of the manufacture of dining cars, with factory and offices 
located at South Columbus and South Fulton Avenues, Mount Ver- 
non, N. Y. We hope for a continuance of your past patronage, 
which has contributed so greatly to make the Tierney dining car 
what it is today, and you may be assured of the same cooperation 
and fair dealing which has always characterized our name in the 
industry. Situated as we are in the largest factory of its kind 
in the country, we are enabled to maintain the same high standards 
of construction and service as in the past, and at a material saving 
to you. You are cordially invited to inspect our new quarters or 
write us if you desire information regarding our improved lunch 
cars, addressing your inquiry to the factory at Mount Vernon. 
Trusting we may have the pleasure of again serving you, we are, 
sincerely yours, Tierney Bros., Inc., by Edward J. Tierney, 
president. EJT:SF. The Dining Car As It Should Be.” 
The publication of this letter was an attempt on the part of 
the defendant to deceive the public into the belief that the defend- 
ant was the manufacturer of the Tierney diners produced by plain- 
tiff. The reference at the top of the letterhead to “Tierney Bros., 
Inc.,” as “originators and developers of the famous Tierney dining 
car’ was false. It is admitted that “Tierney Bros., Inc.,” has not 
yet produced a single car. The only manufacturer of Tierney 
dining cars to date is the plaintiff, and the latter has often adver- 
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tised its products as “the famous Tierney dining car.’ The address 
of the defendant near the top of the letterhead is given as Mt. 
Vernon, N. Y., but this address is written above a previous address 
which has been marked out on the typewriter. Examination reveals 
that the former address was New Rochelle, which has been the 
home of the plaintiff since Patrick J. Tierney founded the business 
in 1898. It seems quite evident, especially in view of the circum- 
stances hereinafter set forth, that defendant’s object was to lead 
the trade to believe that it was no other than the plaintiff and that 
the occasion for the letter was the fact that it had moved its plant 
and changed its address. The body of the letter renders this even 
more apparent. The statement in the first sentence that defendant 
was resuming the manufacture of dining cars is totally false, for 
it had only been organized in February, 1927, and had never manu- 
factured a single car. The reference in the second paragraph to 
defendant’s hope “for a continuance” of the addressee’s “past 
patronage, which has contributed so greatly to make the Tierney 
dining car what it is today,” obviously represents a fraudulent 
attempt on the part of the defendant to identify itself as the plain- 
tiff in the eyes of the public. Moreover, it confirms the truth of 
plaintiff’s charge that the defendant circularized not only the trade 
in general, but even customers of the plaintiff. The third para- 
graph of the letter is equally untrue in stating that the defendant 
is “enabled to maintain the same high standards of construction 
and service as in the past.” The fourth paragraph refers to the 
defendant’s “new quarters,” a reference which is well calculated, 
when read in connection with the change of address at the top of 
the letter and the other statements therein, to instill the belief that 
the defendant is none other than the plaintiff located in a new 
factory. In the last paragraph the defendant hopes for the pleasure 
“of again serving you’’—-a statement which is likewise misleading. 
The fact that the signature is by the defendant corporation and 
not by any of the Tierneys individually removes the possibility of 
a claim that the statements about previous manufacture of dining 
cars referred to in the Tierney family. The letterhead and the 
signature are of the defendant corporation and not of any of the 
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Tierneys as individuals. Defendant has distributed other circulars 
and advertising matter in which it has spoken of itself as the 
originator and developer of “the famous Tierney Dining Car,” 
and used other expressions clearly intended to enable it to obtain 
the benefit of plaintiff’s reputation. The situation is similar to 
the one before the court in the recent case of Westphal v. West- 
phal’s World’s Best Corporation (216 App. Div. 53, aff'd, without 
opinion, 243 N. Y. 689 [16 T. M. Rep. 1389]). There the defend- 
ant Paul Westphal, a grandson of the founder of plaintiff's busi- 
ness, formed a corporation in conjunction with another under the 
name of “Westphal’s World’s Best Corporation.” This company 
commenced to manufacture and distribute products similar to those 
produced by the plaintiff, with statements on the containers that 
they were “manufactured by Westphal’s World’s Best Corp., Paul 
Westphal, Pres., New York.” The defendants advertised in trade 
journals that the hair tonic put out by them was “not sold in bulk.” 
The Appellate Division said, at page 59, Merrell, J., writing for 
the court: “The evident purpose of such advertising and the use 
of the words ‘now sold in bulk’ was to give the trade the impres- 
sion that the defendant company was dealing in the original West- 
phal’s tonic, and that a new policy had been adopted by the old 
original company of selling its commodity in bulk at a compara- 
tively low price.” The court concluded from this and similar letters 
“that the defendants have been most unfair in their practices, and 
that if possible the plaintiff should receive injunctive relief against 
a continuance of defendants’ practices” (p. 59). It said at page 
71: “It clearly appears that defendants’ use of that name (West- 
phal) was for the dishonest purpose of obtaining from the plaintiff 
that for which it had labored for long years and for which it had 
spent a large amount of money in advertising, and for the purpose 
of deceiving the public into the belief that the defendants were 
engaged in the manufacture and sale of plaintiff’s well-known 
preparation.” Other instances of unfair and improper competition 
on the part of this defendant are also disclosed. The plaintiff 
acquired from the partnership of P. J. Tierney Sons the good-will 
of the business theretofore conducted by the latter. It is true 
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that neither Edward J. Tierney nor Edgar T. Tierney entered 
into a covenant to refrain from competing with the plaintiff in the 
manufacture of lunch and dining cars. This circumstance, how- 
ever, did not give them or either of them the right to actively solicit 
patronage from customers of the plaintiff. It is well settled in 
this state that one who has sold the good-will of a business has no 
right to solicit trade from old customers even though the absence 
of a covenant to refrain from competition may permit him to carry 
on a competing business (/’on Bremen v. MacMonnies, 200 N. Y. 
+1; Matter of Brown, 242 N. Y. 1, 10). Whether the obligation 
on the part of a vendor to refrain from canvassing former cus- 
tomers is to be regarded as based upon the principle that a man may 
not derogate from his own grant or whether it is to be deemed the 
result of an implied contract to abstain, the fact is that the obliga- 
tion is held to exist and to be enforcible. As Lord Herschell well 
said in the case of Trego v. Hunt (L. R., App. Cas., 1896, 7) in 
language quoted and approved by our Court of Appeals in Von 
Bremen v. MacMonnies (supra): “It is true that those who were 
former customers of the firm to which he belonged may of their 
own accord transfer their custom to him, but this incidental advan- 
tage is unavoidable and does not result from any act of his. * * * 
But when he specifically and directly appeals to those who were 
customers of the previous firm he seeks to take advantage of the 
connection previously formed by his old firm, and of the knowledge 
of that connection which he has previously acquired, to take that 
which constitutes the good-will away from the persons to whom it 
has been sold and to restore it to himself.” In the language of 
Judge Cardozo in Matter of Brown (supra) at page 10: “After 
a voluntary sale, the seller, though he may compete, may not drum 
up or circularize the customers of the business.” The defendant 
admits that it has solicited patronage from former customers of 
the plaintiff. It attempts, however, to justify this by stating that 
it did not “particularly” circularize plaintiff's customers, but at- 
tempted to “circularize the entire dining car industry, of which 
plaintiff’s customers are but a small part, and almost all of whom 
are personally known to deponent (Edward J. Tierney) by reason 
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of his long connection with the dining car business, and many of 
whom deponent personally helped to enter the business for them- 
selves without capital.’ It will be remembered that the letter of 


> «¢ 


June 23, previously quoted in full, referred to the addressees’ “‘past 
patronage.” It is clear, therefore, that the Tierneys, through the 
defendant corporation which they formed, are violating the obliga- 
tion imposed upon them by the sale of the good-will of their busi- 
ness to the plaintiff, and that the authorities regard this as unfair 
competition, which may be restrained. It is obyiously no excuse 
that the active solicitation of customers has not been confined to 
those of the plaintiff. The Tierneys are making use of information 
derived by them while they occupied a fiduciary relationship to 
the plaintiff, as directors thereof, not to mention the fact that 
Edward J. Tierney, while still a director of the plaintiff, combined 
with his brother and his uncle to establish a competing business. 
There is, then, abundant evidence that the Tierneys and the de- 
fendant are not using the name “Tierney” in honest and fair com- 
petition with the plaintiff, but that, on the contrary, are endeavor- 
ing by improper, unfair and fraudulent means to take advantage of 
that name for the purpose of profiting from the plaintiff's reputa- 
tion and misleading the public into the belief that their products 
are those of the plaintiff. As Swan, J., pointed out in Andrew 
Jergens Company v. Bonded Products Corporation (U. S. Circuit 
Court of Appeals, Second Circuit [17 T. M. Rep. 363]): “The 
principle that ‘no man has a right to represent his goods as the 
goods of another’ is applicable to misrepresentations by the use 
of a proper name as well as by other means, even though the name 
be one which the defendant would ordinarily be privileged to use 
(Rogers v. Rogers, 70 F. 1017, C. C. A. 2; Clark Thread Co. v. 
Armitage, 74 F. 936, 943, C. C. A. 2; Walter Baker § Co., Lim. v. 
Sanders, 80 F. 889, C. C. A. 2; Vick Medicine Co. v. Vick Chemical 
Co., 11 F. 2d 88, C. C. A. 5 [16 T. M. Rep. 67]; Garrett v. T. H. 
Garrett & Co., 78 F. 472, C. C. A. 6; Royal Baking Powder Co. v. 
Royal, 122 F. 887, C. C. A. 6; Chickering v. Chickering § Sons, 
215 F. 490, C. C. A. 7 [4 T. M. Rep. 279]; Jergens Co. v. Wood- 
bury, 197 N. Y. 66). The leading case in this state is that of 
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Chas. S. Higgins v. Higgins Soap Company (144 N. Y. 462), where 

the court said, at page 468: “The right of a man to use his own 

name in his own business the law protects, even when such use 

is injurious to another who has established a prior business of the 

same kind and gained a reputation which goes with the name. But 
: in such cases the courts require that the name shall be honestly 
used, and they permit no artifice or deceit designed or calculated 
to mislead the public and palm off the business as that of the per- 
son who first established it and gave it its reputation.” Mr. Justice 
Holmes stated in Waterman v. Modern Pen Co. (235 U. S. 88 at 
p. 94 [5 T. M. Rep. 1]) that “there is no distinction between cor- 
porations and natural persons in the principle, which is to prevent 
fraud.” Similarly in the Higgins case (supra) our Court of Ap- 
peals held that: “In respect to corporate names the same rule 
applied as to the names of firms and individuals” (p. 468). More- 
over, as the court pointed out in that case, no additional immunity 
is derived from the fact that the corporate name is that of one 
or more of the incorporators. The name must nevertheless be 
honestly and fairly used (Westphal v. Westphal’s World’s Best 
Corporation, supra; Merritt Burial §& Cremation Co. v. Merritt Co., 
155 App. Div. 565, mod. in Court of Appeals, 214 N. Y. 676 
(3 T. M. Rep. 174]). Plaintiff is clearly entitled to injunctive 
relief. It remains only to consider its extent. The relief sought 
is that defendant be restrained until the trial of the action from 
using any name of which “Tierney” is a part in connection with 
the business of manufacturing, selling and advertising dining cars 
and other equipment. In the Westphal case (supra) the only real 
question before the court was the extent of the injunctive order, 
and it was there held, in an exhaustive opinion, that where the 
evidence indicated that the name had previously been used fraudu- 
lently and dishonestly adequate and effective relief could only be 
obtained if the defendants were entirely forbidden to use the name 
which they had sought to capitalize. Accordingly, it was held that 
the injunction was not too broad in restraining the defendants from 
using the name of Westphal either alone or in conjunction with 
other words or symbols in connection with the hair tonic or bar- 
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bers’ supply business. Clarke, P. J., and Finch, J., dissented on 
the ground that the injunction was improper in absolutely restrain- 
ing the use by Westphal of his own name. The Court of Appeals, 
however, affirmed the decision of the majority of the court (243 
N. Y. 639). Under the circumstances here disclosed plaintiff is 
entitled to the relief prayed for in its entirety, and the motion is 
therefore granted. Settle order on notice. 


DECISIONS OF THE COMMISSIONER OF PATENTS 


Color 


Moore, A. C.: This is a petition by the applicant, the W. T. 
Grant Company, for reconsideration of its appeal which was de- 
cided June 9, 1927 [17 T. M. Rep. 843]. 

The stated reasons for the petition are that I gave no con- 
sideration to the regular practice of the Patent Office in granting 
registrations for color marks; that the decision of the Supreme 
Court in A. Leschen & Sons Co. v. Broderick & Bascom Rope Co. 
[1 T. M. Rep. 87] is controlling as to color trade-marks; and that 
my decision did not fully cover the grounds of appeal. 

As to the first and third reasons for the petition it may be 
stated that I gave consideration to the practice of the Patent Office 
in granting color trade-marks as the practice is illustrated by the 
copies of registered trade-marks filed of record; and that I con- 
sidered fully the grounds of appeal before rendering my decision. 
My decision was confined to a discussion of the law as it has been 
interpreted and to its application to the facts presented by the 
appeal. 

The registrability of a particular trade-mark may not be deter- 
mined by trade-marks previously registered. For the reasons fully 
stated in my decision I am still of the opinion that the applicant’s 
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yellow wheel does not function as a trade-mark. There may, of 
course, be valid trade-marks in which colors are impressed, as sug- 
gested by the Supreme Court in the decision above noted. But, 
as stated in my decision, a mark to be registrable as a trade-mark 
must possess properties or characteristics of distinctiveness such 
as to suggest to the average member of the public the idea of origin 
or ownership. 

It is useless to add that the decision of the Supreme Court 
quoted in my decision is controlling of the broad principle involved 
in this case. 


The petition is denied.’ 


Conflicting Marks 


Kinnan, F. A. C.: This case comes on for review, on appeal 
of the petitioner for cancellation, E. Burnham, Inc., of the decision 
of the Examiner of Trade-Mark Interferences dismissing the peti- 
tion for the cancellation of a registration issued to J. Schanzenbach 
and Company, Inc. 

There is no dispute as to the facts, merely as to the conclu- 
sion to be drawn therefrom. 

The mark of the registrant is the term “Ozon” as applied to 
henna preparations for coloring or tinting the hair. The testimony 
shows that, prior to any date claimed by the registrant, the peti- 
tioner and its predecessor in business had used a series of marks 
including the word “Ozone” as trade-marks for various toilet arti- 
cles, such as liquid powder, hair-curling fluid and tan and freckle 
lotions. The petitioner used the portrait of an old-fashioned girl 
with a white wig and the word “Kalos.”’ It also used the word 
‘“Kalos” in connection with “Ozone,” sometimes with a hyphen 
between the two words and in some instances without, and a series 
of marks such as ““Poudrozone” and “Cremozone.” 

The Examiner of Interferences was of the opinion that, in 


*Ex parte W. T. Grant Co., 151 M. D. ——, July 15, 1927. 
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view of the manner in which these marks were used, there was no 
likelihood of confusion by reason of the registrant’s using its mark 
“Ozone.” 

While there is no evidence of actual confusion in trade, it 
would seem that in view of the prominence which the petitioner 
has given to the word “Ozone” and the fact that registrant’s mark 
is practically the same as this prominent portion of petitioner's 
mark, there would be likelihood of confusion, even though peti- 
tioner has not used this word by itself. 

With the marks of the two parties side by side, one might 
well distinguish between them, but it is thought that one who was 
familiar with petitioner’s line of marks on its various preparations 
would, on seeing the registration’s mark on its preparation, be led 
to believe that the goods originated with petitioner; in other words, 
that the similarity of the marks is such that confusion of origin is 
likely. 

Under the well-established doctrine of the Court of Appeals, 
any doubts on this question should be resolved against the later 
user. 

The decision of the Examiner of Interferences is reversed and 
it is directed that the certificate of registration issued to J. Schan- 
zenbach and Company, Inc., be canceled.? 


Kinnan, Act. C.: This case comes on for review, on appeal 
of the petitioner, Harry T. Kessinger, of the decision of the Ex- 
aminer of Trade-Mark Interferences dismissing the petition and 
recommending that the registration of the respondent, Cole Chem- 
ical Company, be not canceled. 

The respondent, Cole Chemical Company, has obtained regis- 
tration of the notation “Organ-O-Tones” as a trade-mark, used 
upon medical preparations to be taken internally for a general 
tonic, a nerve tonic, a tonic for retarded development of children, 
an ovarian tonic, preparation for use in the treatment of hyper- 


?E. Burnham, Ine. v. J. Schanzenbach & Co., Inc., 151 M. D. 513, 
August 20, 1927. 
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thyroidism, goiter, glandular swellings, deficient milk secretion, 
disorders of the kidneys, disorders of the prostate gland, metror- 
rhagia and menorrhagia, sexual neurasthenia, and asthma, and 
preparations for the relief of vomiting and nausea of pregnancy, 
for the relief of high blood-pressure, for neutralizing the acid 
wastes of the system, and for the relief of too profuse menstrua- 
tion. 

The petitioner, Harry T. Kessinger, conducting a business 
under the name of The Orgatone Company, claims registration of 
the notation “Orgatone” as a trade-mark, registration No. 111248, 
July 4, 1916, used on a remedy for bowel and stomach diseases. 

Both parties have taken testimony. 

The evidence presented on behalf of petitioner discloses 
substantially continuous use of his mark since registration in 1916, 
which is from a date long prior to the earliest date of adoption 
and use by the respondent, Cole Chemical Company, of its mark. 
There is some contention on behalf of respondent that of recent 
years petitioner has not used his mark by reason of the falling off 
of the demand for his goods. There is not sufficient proof to sup- 
port a holding that petitioner is not still using his mark in com- 
merce upon the goods to which it has been applied. 

The evidence of petitioner that the business carried on under 
the trade-mark is continuing is supported by his testimony, is cor- 
roborated by the testimony of the druggist, Jackson, and inferen- 
tially by that of the stenographer, Della Bachler. It must be 
held, in consequence, that the petitioner is the owner of his mark 
upon which the petition for cancellation is based. 

In view of the foregoing, the questions here to be reviewed 
are the similarity of the marks and of the goods to which they are 
applied. 

The marks, if they be deemed applied to the same general 
class of goods, are clearly so similar in appearance, spelling, sound 
and, if they have any suggestive meaning at all, in significance, 
that confusion would seem inevitable if they appeared in the same 
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market upon similar goods. In a somewhat remote sense, both 
marks suggest a tonic for the organs of the body. The addition 
to respondent’s mark of the letters N and O and the hyphens does 
not relieve the notation of their confusing similarity. The copies 
of orders and the testimony of witnesses submitted on behalf of 
petitioner in which the notations are confused as to spelling would 
seem to bear out this view that the marks are so similar as to con- 
fuse the average purchaser both as to the goods and their origin. 

Petitioner’s remedy upon which his mark appears is sold, 
through drug stores, directly to the public while the medicines of 
respondent to which its mark is applied reach the public substan- 
tially through physicians’ prescriptions. Druggists, however, are 
relied upon to carry the goods of both parties. While respondent’s 
remedy has identifying numbers which indicate the particular ail- 
ment for which each species is designed, yet the public necessarily 
would become familiar to some degree with these numbers. Drug 
clerks, further, on receiving requests from customers for remedies 
to cure specified ailments could readily sell respondent’s remedies 
directly to the consumers. It is held, in consequence, that the 
manner in which the respective remedies of the parties reaches the 
public is not sufficient to support the conclusion that there would 
be no confusion in the mind of the public. 

Petitioner’s remedy is stated to be for diseases of the stomach 


and bowels. This is a very general statement. There are many 
ailments with which human beings are afflicted which have their 
origin in or exhibit symptoms due to diseases of the stomach and 
the bowels. The respondent, in its registration, has recited a very 
long list of ailments for which its remedies are used. 


It is a matter of common knowledge among physicians that 
quite a few of the diseases for which respondent’s remedy is to be 
used would or may be due to some form of stomach or bowel dis- 
ease. The latter diseases would readily bring about such a condi- 
tion in the human body as to necessitate a general tonic, a nerve 
tonic and treatment for some other of the ailments recited in con- 
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nection with respondent’s remedy. The testimony of Dr. James I. 
Tyree, a physician in regular practice, supports this view. 

It is believed to be plain the fields occupied by the goods of 
the respective parties overlap. Both remedies are to be taken 
internally, one in tablets and the other in capsules, well known 
equivalent forms for administration. It can hardly be controverted 
that diseases of the stomach or bowels incident to hepatic insuff- 
ciency, gall-bladder inactivity, hyperacidity, constipation or dysen- 
tery, would bring about some or many of the disturbed conditions 
recited in connection with respondent’s remedies. 

The conclusion seems fully justified that the respondent, who 
is the late comer in the field, has adopted a mark for its goods 
which so nearly resembles the registered mark owned and used 
by petitioner appropriated to merchandise of the same general 
descriptive properties as to be likely to cause confusion or mistake 
in the mind of the public or deceive purchasers. 

The decision of the Examiner of Trade-Mark Interferences 
dismissing the petition is reversed, the petition is sustained and, 
should this holding not be reversed on appeal, the registration of 
the respondent will be canceled.® 


Moore, A. C.: ‘This is an appeal by the Absolute Con-Tac- 
Tor Corporation from the decision of the Examiner of Trade-Marks 
granting the motion of The Federal Gauge Co. to dissolve the 
interference as to certain of the stated grounds for dissolution, 
but denying the motion as to others. 

The appellant specifies 15 alleged errors in the decision of 
the Examiner of Trade-Marks. These will be specifically con- 
sidered only so far as they may be regarded as controlling of the 
questions at issue. 

The Federal Gauge Co. moved to dissolve the interference 
on the following grounds: 

1. There has been such informality in declaring the said 


* Kessinger v. Cole Chemical Co., 151 M. D. 508, August 1, 1927. 
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interference as will preclude the proper determination of the ques- 
tion of priority of use. 

2. That one of the marks of The Federal Gauge Co. involved 
herein is not claimed by the Absolute Con-Tac-Tor Corporation. 

3. That no interference in fact exists between the respective 
marks of the respective parties. 

4. The Absolute Con-Tac-Tor Corporation has no right to 
claim the construction shown and described in its application as a 
registrable trade-mark. 

The Examiner of Trade-Marks granted the motion to dissolve 
as to ground 1 for the reason that the appellant’s mark as con- 
stituted would not impress one as indicative of origin of the goods 
to which his mark is applied, the Examiner stating: 

“The interference is therefore dissolved on the ground that the mark 
disclosed in Serial No. 221731 is not a registrable trade-mark.” 

The question raised by ground 1 of the motion relates to the 
formality in the declaration and not to the merits of the subject 
matter in issue. No such informality in the declaration of the 
interference has been pointed out as would preclude the proper 
determination of the question of priority of use. The Examiner 
of Trade-Marks erred in considering the registrability of the trade- 
mark claimed in application No. 212781, under this ground of 
dissolution and in holding said trade-mark to be not registrable. 

As to ground 2 for dissolution the Examiner of Trade-Marks 
points out that the mark claimed in The Federal Gauge Co.'s 
registration No. 208852, namely, a green wire with a black ter- 
minal, is not claimed by the appellant and holds that one familiar 
with the contrast black and green, would not be confused with 
the contrast yellow and green. As to this ground he ruled as 
follows: “The interference is therefore dissolved as to ground 2.”’ 

It is believed that the Examiner of Trade-Marks committed 
no error in dissolving the interference as to The Federal Gauge 
Co.’s registration No. 208852. The Examiner recognized a regis- 
trable distinction between the registered trade-mark consisting of 
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the contrasting colors green and black for the body and terminal 
portions, respectively, of the wire, and the trade-mark claimed in 
The Federal Gauge Co.’s application consisting of the contrasting 
colors green and yellow for the body and terminal portions, re- 
spectively. Obviously, the appellant’s trade-mark cannot conflict 
with each of two registrably distinct trade-marks. The appellant’s 
trade-mark does not so nearly resemble the said registered trade- 
mark as to be likely to cause confusion or mistake in the mind of 
the public when the two are appropriated concurrently to goods 
of the same descriptive properties. Neither party is entitled to 
claim a trade-mark consisting broadly of contrasting colors, for 
conductor wires (Leschen Rope Co. v. Broderick, 201 U. S. 166). 

As to ground 3 for dissolution, the Examiner of Trade-Marks 
held that the respective goods of the parties have the same de- 
scriptive properties and that the interference should not be dis- 
solved on the ground of no interference in fact. 

The Examiner of Trade-Marks committed no error in declin- 
ing to dissolve the interference on this ground. 

As to ground 4 the Examiner of Trade-Marks, after quoting 
from the brief of The Federal Gauge Co., stated: 


“The Examiner is of the opinion that the way should be left open 
for evidence as to the manner in which the mark of either of the parties 
is formed, and for this reason the interference is not dissolved as to 
count 4.” 

The quotation above referred to reads as follows: 


“It is submitted that it is so well known in the electrical art that 
there is nothing which gives a trade-mark right to a connection made by 
removing the covering of a stranded wire conductor cord and wrapping 
the bared strands of fine wire about a terminal.” 

It is believed that the Examiner erred in dissolving the inter- 
ference as to grounds 1 and 2 and in continuing it as to ground 4. 
An interference may not be both dissolved and continued at the 
same time. 

I am of the opinion that the appellant’s trade-mark for con- 
ductor wires, consisting of the contrasting colors green and yellow, 
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the color of the body of the wire being predominately green and 
the terminal portion yellow, is a registrable trade-mark, and that 
it so nearly resembles the trade-mark of The Federal Gauge Co.’s 
application, comprising the green color of the fabric covering of 
the wire in combination with the yellow color of a narrow ring 
of fabric surrounding one end of the conductor wire, as to be likely 
to cause confusion or mistake in the public mind or to deceive 
purchasers when concurrently appropriated to goods having the 
same descriptive properties. 

The decision of the Examiner of Trade-Marks dissolving the 
interference is affirmed as to registration No. 208852, but is re- 
versed as to the applications. 

The interference will continue as between the respective ap- 
plications of the parties.‘ 


Descriptive Terms 


Kinnan, F. A. C.: The applicant has appealed from the 
decision of the Examiner of Trade-Marks denying registration to 
the notation “Nippy” as a trade-mark for use upon mustard and 
prepared mustard in Class No. 46, Foods and Ingredients of 
Foods. 

The Examiner has denied registration upon the ground the 
word is “descriptive of the character or quality of the goods” and 
is, in consequence, unregistrable under the Act of February 20, 
1905, by reason of the inhibition contained in Sec. 5 (b) of such 
act. 

The Examiner has further objected to the registration of the 
notation for mustard because the applicant has not shown use of 
such mark upon such goods. 

It is, of course, settled law that the applicant must have used 


the mark upon the particular goods included in the application for 
registration. It is not denied that the word “mustard” is quite 


* Absolute Con-Tac-Tor Corp. v. Federal Gauge Co., 151 M. D. ——, 
September, 1927. 
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generally used to indicate the prepared mustard upon which the 
applicant’s labels show the notation to be used. 

The applicant distinguishes mustard from prepared mustard 
and, admittedly, has not used the mark upon mustard. It is thought 
use upon both these different forms of mustard would have to be 
shown if the present application is permitted to stand. 

It would seem proper the applicant should cancel reference 
to mustard, for it is unable to show use of the mark upon mustard 
as distinguished from preparations containing mustard. All mus- 
tard may be said to be prepared mustard when it is in the form 
sold to consumers, and it would seem the words “prepared mustard”’ 
would be sufficient. 

The primary meaning given in the dictionaries, and applicant 
quotes therefrom in its brief, of the word “nippy” is: Biting; acid. 
From this primary meaning, the secondary meaning as applied to 
remarks which may be said to be cutting or sarcastic is derived. 

In view of the well-known characteristics, so far as taste is 
concerned, of mustard and its preparations, it would appear the 
notation is directly descriptive of the character or quality of the 
goods. It is doubtful if the average purchaser would attach any 
other meaning to the notation than this. 

The decision of the Examiner is affirmed.° 


Goods of Different Descriptive Properties 


Moore, A. C.: This is an appeal by the opposer, the Fire- 
stone Footwear Company, from the decision of the Examiner of 
Interferences dismissing its notice of opposition to the registration 
by the applicant, Alfred G. Schmidt, of the trade-mark consisting 
of the words “Balloon Sole,’ adopted and used as a trade-mark 
for soles and insoles for shoes, the word “Sole’’ as it appears in the 
trade-mark being disclaimed apart from the mark shown. 

The essential grounds of opposition are: (1) prior use of the 
word “Balloon” as a trade-mark for rubber goods, and particu- 


° Application of R. T. French, 151 M. D. 514, August 20, 1927. 
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larly boots and shoes of rubber and fabric; (2) prior registration 
(No. 208294, January 26, 1926) of the word “Balloon” as a trade- 
mark for boots and shoes of rubber and fabric; (3) confusion in 
trade and consequent damage to the opposer by the concurrent use 
by the applicant of its trade-mark for soles and insoles. 

The opposer contends that the word “Balloon” is the distin- 
guishable part of the applicant’s trade-mark; that the applicant’s 
goods, “‘soles and insoles,” are of the same descriptive properties 
as the opposer’s goods, “boots and shoes of rubber and fabric’ ; 
and that the manufacture and marketing of soles and insoles sepa- 
rately is a natural extension of opposer’s business. 

The measure of the rights under a trade-mark is determined, 
at least to a large extent, by the trade-mark rights of others and 
the knowledge of the public at the time of its adoption and use. 
One who has originated a trade-mark, or one who has created a 


new class of goods to which the trade-mark is appropriated, is 


entitled to broader protection than one who adopts an existing 


trade-mark and appropriates it to an existing class of goods. 

With respect to the opposer’s rights it is observed that the 
opposer adopted a well-known trade-mark and appropriated it 
to a well-known class of goods. 

A trade-mark consisting of the representation of a balloon is 
common in trade. In fact, such a trade-mark had been adopted 
and appropriated to shoes, etc., by others before its adoption by 
the opposer, as evidenced by Registration No. 57078, October 30, 
1906, and Registration No. 179508, February 12, 1924. See also 
Registration No. 204102, October 6, 1925, as showing the common 
use of trade-marks for shoes, etc., or parts thereof, of which the 
word “Balloon” is displayed as one of the distinguishing charac- 
teristics. 

In view of the above it is believed that the opposer is not 
entitled to the exclusive use of the word “Balloon” as a trade- 
mark, nor even to the exclusive use of said trade-mark for foot- 
wear generally. 
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Furthermore, the goods of the respective parties are not re- 
garded as having the same descriptive properties. A boot or shoe 
of rubber and fabric, considered in its entirety, has not the same 
descriptive properties as a sole or an insole for boots and shoes. 
In other words, a completed machine or article of manufacture 
has not the same descriptive properties as one of its parts. (G. & J. 
Tire Company v. G. J. G. Motor Car Co., 1913 C. D. 878, 89 App. 
D. C. 508 [3 T. M. Rep. 243].) 

As to likelihood of confusion in trade by the concurrent use 
of the two marks by the respective parties, it is believed that the 
opposer’s contention is not tenable. The evidence does not show 
that any such confusion has occurred. Nor is any such confusion 
likely to occur. The public is aware of the fact that in the shoe 
industry it is common practice for different manufacturers to manu- 
facture different parts of a shoe, and others to assemble the parts 
into completed articles. 

That the soles of shoes are manufactured and sold separately 
to the trade is of common knowledge, as may be seen by reference 
to most any publication relating to this art. (See “American 
Shoemaking”’ by The Shoe Trades Publishing Co., Boston, Mass.) 

It is the shoe, and not the parts thereof, that most concerns the 
public; and it is believed that the trade-mark “Balloon Sole” would 
not suggest to the average number of the public that the sole and 
the shoe had the same origin. 

The decision of the Examiner of Interferences dismissing the 


opposition is affirmed.® 


Non-Conflicting Marks 


Kinnan, F. A. C.: This case comes on for review, on ap- 
peal of the applicant, Independent Oil Men of America, of the 
decision of the Examiner of Trade-mark Interferences sustaining the 
opposition filed by the Standard Oil Company and adjudging the 


* Firestone Footwear Co. v. Alfred G. Schmidt, 151 M. D. 517, Sep- 
tember 9, 1927. 
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applicant not entitled to the registration for which it has applied. 

The opposition is presented under the confusion in trade 
clause of Sec. 5 of the Trade-Mark Act of 1905. The goods are 
identical, the opposer was first in the field with its mark, has ex- 
pended large sums of money in establishing the mark and the value 
and high grade of the goods which it sells under such mark, and 
the mark is, in consequence, a valuable asset to its business. 

The applicant having adopted its mark presumably with the 
full knowledge of the long use by the opposer of its mark on the 
same class of goods and having an unlimited field from which to 
choose its mark must have any doubts resolved against it if there 
are any as to the probability of confusion of goods. 

The goods being identical, the only question here to be con- 
sidered is the similarity of the marks and the consequent possibility 
of confusion of goods or of origin. 

The applicant’s mark includes two concentric circles in the 
space between which appears the notation “Red-Hat Gasoline.” 
Within the smaller circle is a representation of the fanciful hat 
used by the mythical Uncle Sam of the United States Government. 
The hat is of exaggerated size and shape, is red in color, with a 
blue band and white stars. 

The opposer’s mark consists of two concentric circles, some- 
what more prominently shown in that the lines of the circle are 
wider and in the space between the outer and inner circles appear 
the words “Red Crown Gasoline.’’ Within the inner circle is a 
representation of a crown of royalty including the jewels and other 
features incident to a crown. The jewels are indicated by lighter 
colors and the main body of the crown is of red. 

When each mark is viewed in its entirety, the common features 
reside in the two concentric circles, the printing in the space be- 
tween them, in which printing the word “Red” is common, and the 
location of the representation of the hat and crown, respectively, 


within the inner circle, together with the presence of the colors 
red, white and blue. 
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There is no proof of actual confusion, although the two marks 
appear to have been used side by side upon the same class of goods. 
The testimony of Reed proves no more than that gasoline pumps 
including the marks thereon looked alike when viewed from a 
distance, but this similarity disappeared on a nearer approach. 
This would obviously be true, when the general similarity of the 
pumps is considered, even if there was no similarity at all in the 
two trade-marks appearing on the pumps. 

The testimony of Robinson as to the results of his experiments 
with the students is believed to be properly admitted and con- 
sidered for the reasons stated by the Examiner of Interferences. 
Robinson was a witness, under cross-examination, and he was cor- 
rectly permitted to state what he did and the facts in connection 
with his activities. His conclusions drawn from such activities 
and facts may or may not be entitled to great weight. 

It is believed the conditions under which his students observed 
the trade-marks are not fairly comparable with the conditions 


under which a purchaser would observe the marks of the parties 
here involved. 


It is well known that at gasoline filling stations a number of 
pumps, all painted red, and each having its sign at the top indicat- 
ing the particular brand of gasoline supplied by such pump are 
to be found. Many purchasers of gasoline obtain it from such 
filling stations and such purchasers of necessity pick out the par- 
ticular pump which indicates the brand desired when placing the 
automobile in position to receive the desired brand of fuel. 

It would seem such customer would be much less likely to be 
confused than would any of those of the students that were con- 
fused in connection with the tests of Prof. Robinson. It is true, 
drivers of automobiles are not the only purchasers of gasoline, 
but it is still believed one having become familiar with the opposer's 
brand of gasoline—no matter in what sort of container it appeared 
—would not be likely to confuse the applicant’s trade-mark appear- 
ing upon a container, with the trade-mark of the opposer. 
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Concentric circles are quite common in connection with trade- 
marks upon various classes of goods. The color red is quite com- 
mon and widely used in connection with a multitude of marks upon 
as many different kinds of goods. The record shows that it is not 
only almost uniform practice, but that the laws of the State of 
Illinois, where both parties operate, actually require users to em- 
ploy the color red upon pumps, barrels and other containers of 
gasoline. 

The word “red,” therefore, conveys nothing very distinctive 
as to a trade-mark or the goods, and the complete notations “Red 
Crown” and “Red Hat” would be interpreted by the average ob- 
server or purchaser by the pictures of the crown and hat, respec- 
tively, appearing in the marks. 

In the applicant’s mark, the representation is of an unusual 
and very distinctive type or style of hat. There is nothing con- 
nected with it which suggests the crown of opposer’s mark. The 
notation, “Red Hat,” as above stated, is interpreted or modified 
by the picture of the familiar, distinctive hat of the mythical 
Uncle Sam. The notation “Red Crown” of opposer’s mark is, to 
the mind of the average observer, interpreted, construed or modi- 
fied by the representation of the crown of royalty. 

If concentric circles, with printing in the space between them, 
and the red color were fairly original with opposer, it is believed 
opposer should prevail, but when the fact is considered that these 
circles and printing are exceedingly common in trade-mark signs 
and symbols, and the use of the color red is a right common to 
both parties and any and all other dealers in this class of goods, 
it must be held these features are not distinctive features of op- 
posers mark, would not greatly impress purchasers, and opposer 
is only entitled to protection as to the more salient and special 
features of its mark. 

It would seem there is nothing in common between the two 
marks when viewed in their entirety that would cause confusion in 


trade. It is believed the average purchaser, exercising any care 
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at all, would not confuse the applicant’s mark with that of the 
opposer, or the latter’s goods. 

The opposer has urged that the applicant is not entitled to 
registration because not the owner of the trade-mark. The ex- 
aminer of interferences has held applicant’s mark does indicate to 
consumers the origin of the goods, that the mark is, in consequence, 
capable of being owned, and that opposer is not entitled to raise, 
in the instant proceeding, the question of who is the owner of the 
applicant’s mark. 

While the law is well settled, ownership of a mark can only 
exist in connection with the business carried on under it (Hanover 
Star Milling Co. v. Metcalf, 224 O. G. 1407, 240 U. S. 403 [6 
T. M. Rep. 149]), yet the conclusion of the examiner as to this 
point will be accepted at this time and for the purposes of this 
proceeding. 

The decision of the Examiner of Trade-mark Interferences sus- 
taining the opposition is reversed and the opposition is dismissed.’ 


Rehearing 


Moore, A. C.: The applicant petitions for a rehearing of its 
appeal, decided April 5, 1927. 


In support of the petition it is contended that error was made - 


in my decision in holding that applicant’s bond paper and the wrap- 
ping paper of the registrant, the Chatfield and Woods Co., are 
merchandise of the same descriptive properties, and that the appli- 
cant’s writing paper and registrant’s wrapping paper standing 
side by side under their respective trade-marks would naturally 
convey to the public the idea of common authority or ownership. 
The petitioner has filed of record a letter from W. H. Chat- 
field, Vice-President of the Chatfield and Woods Company, stating: 


“Supplementing our letter of April 28th, we have no objection to, 
and would not oppose the registration of your trade-name ‘Beaver’ for 
writing paper.” 


7 Standard Oil Co. v. Independent Oil Men of America, 151 M. D. 499, 
August 9, 1927. 


458 SEVENTEEN TRADE-MARK REPORTER 


As the registrant has given its consent to the registration of 
the applicant’s trade-mark, it is believed that this office is justified 
in waiving any reasonable doubt that may exist as to the applicant’s 
goods and the registrant’s goods having the same descriptive prop- 
erties, in favor of the applicant (J. §& Riley Carr v. the William 
Schollhorn Company v. Warren Aze & Tool Company v. George H. 
Bishop § Co. v. Radigan Rich & Co. v. Graef v. E. C. Watkins 
§ Company, 1912 C. D. 222). 

Accordingly, my decision of April 5, 1927, is hereby set aside. 

The decision of the Examiner of Trade-Marks refusing to reg- 
ister the applicant’s trade-mark is reversed.® 


* Ex parte The Peck Engraving Company, 151 M. D. 482, June 6, 1927. 





